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The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1 and 3-22 are rejected under 35 U.S.C. § 112, first paragraph, 
as based on a disclosure which is not enabling. The use of end caps (lids) to 
close the axial ends of the inner and outer cages appears to be critical and 
essential to the practice of the invention, in order to cause fluid to flow in a 
radial direction through the filter cartridge (see paragraphs 0020 and 0021 of 
the specification). Since these elements have not been recited in claims 1 
and 3-22, these claims are not enabled by the disclosure. 

The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 3-22 are rejected under 35 U.S.C. § 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which Applicant regards as the invention. Claims 1 and 3-22 fail to recite the apparently 
essential limitation that the axial ends of the inner and outer cages are closed by end 
caps (lids); and therefore, these claims fail to particularly point out and distinctly claim 
the subject matter which Applicant regards as the invention. 

Applicant's arguments filed May 9, 2006 have been noted and carefully 
considered but are not deemed to be persuasive of patentability. Applicant argues that 
the examiner's allegation that an essential element is missing from the claim goes to 
breadth, not clarity, and therefore should be treated under the first paragraph, not the 
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second, of 35 U.S.C. § 1 12. It is pointed out, however, that the failure of a claim to 
recite an essential element is not only an issue of enablement (35 U.S.C. § 1 12, 1), 
but also relates to the requirement in the second paragraph of 35 U.S.C. § 1 12 that the 
specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which Applicant regards as his invention. 
Applicant has stated, in his own words, that "[t]he inner and outer cages 12, 14 are 
joined at one end by a lid or end cap 22" (see 0020 of the specification), and has 
further stated that "[a] second end cap 28 is swaged or otherwise attached to the 
opposite end of the canister 10" (see U 0021 of the specification). Accordingly, it 
appears that Applicant regards these lids or end caps as part of his invention; and 
therefore, these elements must be recited in all of the claims. See In re Mayhew, 527 
F.2d 1229, 188 USPQ 356 (CCPA 1976). 

Applicant also argues that even if an embodiment without closed ends would be 
inoperative, the presence of inoperative embodiments within the scope of a claim does 
not necessarily render a claim nonenabled. While it may be true that the presence of 
some inoperative embodiments within the scope of a claim does not necessarily render 
a claim nonenabled, a radial flow cartridge without closed ends would render a[l 
embodiments of this claim inoperative; and, as pointed out above, the absence of a 
critical and essential element from a claim renders this claim nonenabled. 

Applicant further argues that "even an open ended cartridge can be configured 
as a radial flow cartridge such that substantially all of the flow exists radially." This 
argument has been noted and carefully considered, but does not appear to be well 
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founded. Since a flowing fluid generally takes the path of least resistance, a fluid 
flowing through an open ended radial cartridge filter would simply bypass the filter 
element and flow out through one of the open ends. In any event, Applicant's 
specification does not even remotely suggest such a configuration, and clearly teaches 
that end caps at both axial ends of the filter cartridge are required fl|s 0020 and 0021 of 
the specification). 

Claims 23-26 are allowed . Claim 14 would also be allowed if rewritten in 

independent form to include all of the limitations of parent claim 1 , and if further 

amended to recite the presence of end caps (lids) at each of the axial ends. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to I. Cintins whose telephone number is 571-272-1 155. 
The examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 
PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Duane Smith, can be reached at 571-272-1166. 

The centralized facsimile number for the USPTO is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for . 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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